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Introduction 

Defendants-Appellees have filed a Uriel' on Appeal which 
hereinafter will be referred to as defendants’ briei. 

Before responding to defendants’ brief in a more detailed 
manner, two points which appear throughout defendants' 
brief should be clarified for the purposes of logical thinking. 

(A) Kahle System Cannot be called a “heaterless 
drier” 

The terms “heaterless drying,” “heaterless-type driers” 
or “heaterless drier” are used by defendants throughout 
their brief in a manner which causes confusion ot thought 
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since defendants use these terms both to describe the Skar- 
strom invention and the prior Kahle art systems. This is 
clearly inaccurate. 

First, as will be later further discussed, none of the Kahle 
references relied on was concerned with drying of air. much 
less a self-contained system. Hather, Kahle was concerned 
with removal of trace quantities of carbon dioxide from a:r 
to be fed to an air liquefaction plant, and used an adsorber 
system integrated with the liquid air plant tor such separa 
tion of carbon dioxide. To call a carbon dioxide removal 
zone a “heaterless drier” is a perversion of the reference 
disclosure as well as the English language. 

Secondly, if these Kahle systems and the Skarstrom proc¬ 
ess were one and the same thing, the lower C ourt would 
have ruled that the present invention was unpatentable 
under 35 U.S.C. $ 102 for having been fully shown in a ref¬ 
erence disclosure. The fact that this entire case relates to 
the question of obviousness under 35 F.S.C. §103 is an 
acknowledgment by all parties, i.e., the lower Court, plain¬ 
tiff and defendants, that the Skarstrom combination of fea¬ 
tures is novel (not present in Kahle). 

Accordingly, both the Skarstrom invention and prior art 
cannot simultaneously be described as “heaterless drying 
as appears throughout defendants’ brief. The Skarstrom 
invention requires the combination of features referred to 
on pages 13 and 14 of plaintiff’s brief and reiterated on 
pages 7 and S of defendants’ brief, and is not merely any 
adsorption system or any drier which does not use a 
heater. 

(B) Defendants’ brief repeats Trial Court’s error 
as to piecemeal identification of steps 

A goodly percentage of defendants’ brief appears to be 
a replay of the error made by the Trial Court, namely, 
seeking to reduce the present invention to a single one or 
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two features and then attempting to find these one or two 
features in one or more of the prior art references. Since 
as indicated in plaintiff’s brief, plaintiff submits that inven¬ 
tion resides in a combination of individually known ele¬ 
ments, the piecemeal identification of individual steps cer¬ 
tainly does not address the key question of whether the 
combination of features was unobvious and/or gives unex¬ 
pected results. 

Responding to specific points raised in defendants’ brief, 
for the sake of good order, defendants’ comments will be 
discussed under the main argument headings used in plain¬ 
tiff’s brief. 

POINT I 

The Trial Court Failed to Recognize the Key Issue 
that a Combination of Known Elements Can be 
Patentable. 

A. The Trial Court’s Opinion Never Addressed Key 
Issue 

In spite of the comments on pages 2, lb and lf» of defend¬ 
ants’ brief, the lower Court at no time acknowledged that 
patentability was possible even though the elements of a 
combination may individually be known. At no time did the 
Trial Court set forth or test the proposition that assum¬ 
ing each of the individual elements were known, was there 
nevertheless an unobvious combination such as to give rise 
to invention. If the Trial Court had so considered the mat¬ 
ter. it would have been a simple matter to clearly and 
unequivocally so indicate same in its decision. 

Rather, the lower Court’s opinion goes to considerable 
efforts to try and dissect the Skarstrom invention as resid¬ 
ing in one or more purports novel features, which the 
Trial Court then seeks to individually find and isolate in the 
prior art. 
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This is tin- whole import of the lower Court’s use of the 
(icrmau claim in opposition, i.e., an attempt to narrow the 
issue of patentability to determining whether or not one or 
more specific features are novel. For this same purpose, 
the Court attempted to reduce the Kkarstrom invention to 
the four steps recited on page 11 of the decision (App. 
4S?a) and then sought to find each individual stop in a refer¬ 
ence. 

The Trial Court cites various cases in its opinion but 
utilizes none of them to either confirm the basic concept of 
patent law that a combination of individually known steps 
can be patentable, nor to test the facts of the instant case 
against this principle. 

It is noteworthy that the section of the lower Court’s 
opinion entitled “Nonobviousness" (App. 57a et seq) again 
illustrates the Trial Court’s frame of mind in seeking to 
reduce the invention to one or two possibly novel specific 
features rather than seek to test whether a combination ol 
individually known features was patentable. 

This error is repeated on pages 8 to 10 of defendants’ 
brief. Plaintiff does not contend that the individual steps 
shown on pages 7 and 8 of defendants’ brief 1 in various 
colors are, per se, new. indeed, the table presented in 
plaintiff’s brief on page 20. as well as the testimony by 
both plaintiff’s expert Professor Meissner and the inventor 
l)r. Kkarstrom, freely admitted that the prior art heater- 
type drier was a cyclic adsorption system utilizing high and 
low pressure, and that a small portion of the dry product 
was used as a sweep to remove water which had been baked 

T The four steps on page 8 do not accurately reflect the total 
combination of features set forth on page 7. Tt neglects that the 
uni! is self contained fno external purge gas, heat exchangers, etc.). 



out by high temperature heating. 1 However, this is not tan¬ 
tamount to the Skarstrom invention, but rather the unit 
which broke down and spurred Dr. Skarstrom’s discovery. 
Indeed, it was the very people who manufactured and/or 
used the heated-type drier who were most surprised by the 
Skarstrom invention, and its ability to obtain super-dry ait. 
Many of plaintiff’s licensees are precisely the people who 
manufactured heated-type driers. 

Since novelty is not urged for any one specific step but 
rather a combination of steps (each of which, per se, may 
lie found in a reference), defendants’ brief (pages S to 21) 
does no more than repeat the lower Court’s error of seek¬ 
ing to test invention based on the novelty of any particular 
step. 

The only quotation defendants could find in the lower 
Court’s opinion confirming that it specifically addressed the 
foregoing key issue in this case was the general quotation 
appearing on pages 14 and 15 of the decision (App. 51a) 
from Graham v. John Deere ( om/ianif, .18.1 l T .S. 1 (I960) as 
to whether “the subject matter as a whole was unohvious. 
The Graham case- however did not specifically deal with 
the issue of a combination of steps individually appea v mg 
in several references, and the quotation is merely a gen¬ 
eralized restatement of what 55 U.S.C. $ 103 requires to be 
patentable. The great effort that the lower Court went 
to in trying to isolate and find each individual feature of 
the Skarstrom invention in the art clearly shows it tailed 


1 Contrary to page 10 of defendants’ brief, Dr. Skarstrom did not 
••merely cut off the heaters and speeded up the timing.” As indicated 
on page 8 of plaintiff’s brief, his testimony was that in order to 
reach his desired pu.„e volume eight times larger than the heater- 
type unit, he had to change to a nv.ch larger valve (App. 207a and 
208a) and made other changes to e.isure equal flow at the high purge 
flow rate (App. 209a). 

2. The Supreme Court found the Graham patent to be obvious 
over the structure of a single reference, the Glencoe patent, 383 U.S. 
22 to 26. 




to address the key issue ol patentability, an uuobvious com¬ 
bination of individually known steps. 

B. Prior Art, Freely Acknowledged by Plaintiff, Does 

Not Anticipate Skarstrom Invention 

As to plaintiffs knowledge of the Kahle references (page 
11 of defendants’ brief), certainly there is no dispute. 
Indeed, several of the Kahle patents were acknowledged by 
both plaintiff and defendant Kahn and Company in 19(11 
(App. 277a). While Kahle German Patents S71 ,SS<» (PX 
5B, p. E-23): 970,223 (PX hi), p. K-47) and the Kahle 19. r )3 
article (PX 5F, p. E-67) were recognized in the 1905 corre¬ 
spondence between plaintiff's United States patent attorney 
and its German patent agent relative to prosecution of 
plaintiff’s corresponding application in Germany, defend¬ 
ants’ brief conveniently omits the simple facts that: 

(1) The comparative table on page 12 of defendants' 
brief (prepared in 19(15) was not an admission of unpatent- 
abilitv, but rather finite the opposite. Even after giving the 
Kahle references their most damaging interpretation, plain¬ 
tiff’s .Tune 11, 19(15 letter (DX V(5). pp. E-203—E-211) 
reiterated plaintiff’s position that the “combination of steps 
even broadly is not available in the prior art” (even if it is 
assumed that the tabular presentation was correct). 1 

As set forth on page 39 of plaintiff’s brief, the above was 
plaintiff’s position in 19(14 (with respect to Germany): was 
plaintiff’s position in its initial meeting with defendant 
Kahn and Company in 19(11 (Smolka’s memo of Kalm 
meeting, App. 279a). and is plaintiff’s position today. 

(2) The Kahle references set forth in the 19(15 tabular 
comparison were before the German Patent Office when the 
application was pending in 19(55. This application was 
thereafter allotted by the German Patent Office over these 

r See pages 38 and 39 of the plaintiff’s brief. 
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very same references some three yours latei. 1 Accoidingly, 
both the agent and the Herman Patent Office evidently 
found inventive subject matter it/lci' the 19(io cotiespon- 

dence. 

(3) None of the Kalile references relied upon (pages 10 
to 13 of defendants’ brief), namely German Patent S71, 
S8ti (PX f)B), ‘>70, 223 (PX .ID) and the 1!).');’. Chemie lugen- 
ieur article (PX 5F) are drier systems. All are primarily 
concerned with removing carbon dioxide from the feed ait 
to an air liquefaction process. 

(4) The PJf)3 Kahle article, which summarisses his work 
ami refers to German Patents S< 1. ssti and 1><(), 22.> clarifies 
the systems relied on by defendants as anticipating Skai- 
strom’s self-contaim*d • heaterless drier as the Sorbogen 
Process "whereby adsorbers are combined with the regen¬ 
erators” (previously described as low temperature conden¬ 
sation units, i.e.. air liquefaction plants). The heading for 
the portion of the Kahle disclosure relied on by defendants 
is, in and of itself, revealing: “Exchange of Energy and 
Matter in Adsorbers Combiwul with Regenerators”- (em¬ 
phasis added). It clearly conflicts with the Skarstrom 
process being a “self-contained, self-regenerating gaseous 
fractionation process” as called for in the agreed upon 
summary appearing on page 7 of defendants’ brief (and 
pages 13-14 of plaintiff’s brief). 

Specifically rebutting defendants' turther assertions on 
pages Hi to 21 of their brief, the following should be noted: 

1. Tt was defendants who apparently felt the need to 
rely on the ten items of prior art before tin* Trial Court. 
This is clearly inconsistent with their present assertion that 
th" three Kaide references are all that is required to show 
un patentability. 

T It wasTthe allowance of this German patent .application which 
prompted the opposition referred to on pages 17 and 18 of the lower 
Court's decision. App. 53a-54a. 

2. PX 5F p. E-74. 
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2. If tlu* three Kahle publications referred to 1 so clearly 
teach the Skarstrom process, how can one explain that 
Kalile himself, who had worked in this field for some 20 
years, nevertheless at no time made the required, admit¬ 
tedly novel, combination of features f Why had not Kalile 
developed a ‘‘heaterless drier” and licensed it worldwide? 

The simple answer is that the combination was unobvi- 
nns, even to a hif/hli) skilled researcher such as Kahle. 

Plaintiff’s comments as to “size” merely illustrate 
that the Skarstrom invention produces a self-contained 
self-regenerating drier, i.e., one that can be “plugged in” 
and made to work without requiring extraneous units such 
as Kahle’s air liquefaction plants. That heat-regenerated 
driers (heater-type driers) were examples of prior “plug 
in” systems was clearly acknowledged on pages 5, 7 and 
22 of plaintiff’s brief. Skarstrom’s heaterless-type process, 
however, offered significant advantages over such systems. 

4. Defendants’ piecemeal utilization of the prior art is 
well illustrated by tbe contentions on pages 18 and 11) of 
their brief. The sentence from the 1958 Kahle article 
quoted on page 19 of the defendants’ brief regarding use 
of part of a product gas as purge gas relates to the system 
shown in Figure 7 3 of the reference which employs a heater 
for heating the purge gas as well as a cooler for cooling 
the feed gas to the system—a system basically opposed to 
Skarstrom’s heaterless drier. This Kahle system is quite 
similar to a heat regenerated type drier system (Trinity 
drier) clearly recognized by plaintiff to be well known in 
the art and discussed in some detail on pages 25 to 27 of 
plaintiff’s brief. 

1. German Patents 871,886, 970,223 and the 1953 Article ( PX 
5H. 5D and 5F, respectively). 

2. Referred to by Kahle as the Sorbogen II Process. 
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As to whether Professor Meissner’s testimony that Kahle 
contemplated the use of the output of an air liquefaction 
plant for purge gas, i.e. whether the German word Zerle- 
gungsprodukt” as used in the references so indicate, 1 plain¬ 
tiff is pleased to aid defendants and direct their attention 
to the following testimony. Professor Meissner testified 
(App. 145a- 147a) that page 2, paragraph (a) of German 
Patent S71,S8ti ( PX 5B) used the word “fractionation prod¬ 
uct” as the fractionation product derived from the rest of 
the plant, presumably the liquid air plant. It is this para¬ 
graph in the German patent text (p. K-24) which uses the 
German word “Zerlegungsprodukt” (which was set forth as 
“fractionation product” in the translation, p. Ej-28). 

That Professor Meissner’s testimony was clearly to tins 
effect is confirmed by defendants’ own expert witness 
Prutzman on his cross-examination (App. 272a-274a). 

“Q. Do you recall l)r. Meissner s testimony that 
this word in German as used in this patent is trans¬ 
lated as the fractionation product from the liquid 
air plant? A. Yes, T recall that.” (App. 273a) 


POINT II 

The Trial Court Erred in Holding Skarstrom Did 
Not Produce Unexpected Results. 

Contrary to defendants’ brief, page 22, the principal 
thrust of plaintiff’s position on this point is that there is 
nothing in the prior art, i.e. the Trinity heated-type drier, 
nor the Kahle references, which would lead one to expect 
that the combination of features ot the Skarstrom inven¬ 
tion would enable one to achieve a degree of dryness well 
beyond these prior art systems, i.e. the ability to superdry 

Page 19 of defendants’ brief. 
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air to a dryness level of only a traction ot one part per mil¬ 
lion of water—less than 1/100 of a percent or 100,000 times 
drier than typical room air (App. S4a). 

Defendants have not pointed to any disclosure in the 
Kahle references that would have taught that the Skai- 
strom combination of features would have given such mark¬ 
edly improved drying ability. 

Indeed, none of the Kahle references relied on was 
designed to act as a drier. Nowhere have defendants quoted 
a portion of these references illustrating their use as a 
drier, or what resultant drying effect was obtained. 

In contrast, Professor Meissner testified that in compari¬ 
son with the Skarstrom invention the Kahle system (if con¬ 
verted to use as a drier) would reduce ambient ; ir from 
7,000 ppm moisture level to 2,000 ppm rather than to a level 
of under 20 ppm as obtained during tin- courtroom demon¬ 
stration of the Skarstrom invention. Mis testimony was 
uncontroverted by defendants (plaintiff’s brief, page 10. 


App. 191a). 

It was this remarkable new ability offered by the Skai- 
strom invention that prompted its almost immediate use in 
America’s space program, thereby enabling the initial 
launching of the Vanguard missile (App. 2.>2a-23.xi). A 
broken-down standard heated drier was made to operate in 
an entirely new manner to give better drying than Dr. Skar¬ 
strom and others had ever obtained from commercial driers. 

There is nothiny in the Kahle references to lead one to 
expect such would he the ease nor indeed did the Kahle 


system (five such results. 

In addition to the above, the fact that various people 
skilled in the art were surprised that the Skarstrom inven¬ 
tion would even work let alone give such markedly improved 
results is indicative of the unobvious nature of the Skar¬ 


strom process. 












Absent any evidence to the contrary, one must assume 
that those working and teaching in the field for years would 
have a knowledge of the prior art (as is indeed premised 
by the patent statutes). 1 Certainly the reaction of surprise 
and incredulity by skilled engineers, scientists and profes¬ 
sors should not be dismissed in determining what was 
‘‘unexpected to one skilled in the art. 

Thus we find that: 

—])r. Skarstrom, a PhD physicist of some 27 years indus¬ 
trial experience was totally surprised. 

_The personnel of Trinity Equipment, plaintiff s initial 

licensee, who had manufactured heated-type driers tor a 
number of years and were familiar with industrial prac¬ 
tice, were surprised. 

_The engineers at the numerous customers who were 

approached initially by Trinity refused to believe that the 
Skarstrom process would work and required “see-through 
glass models to overcome their disbelief (App. 229a-230a). 

Plaintiff finds nothing in the cross-examination of Pro¬ 
fessor Meissner relative to the Kahle prior art which 
“removed his surprise and skepticism” (pages 23 and 24 
of the defendants’ brief). Indeed, the import of Professor 
Meissner's testimony was that after carefully reviewing all 
the Kahle literature including the three Kahle references 
referred to on page 10 of the defendants’ brief, he found 
that the Skarstrom invention was nnobvimis over the prior 
aT t. 

Indeed, Professor Meissner testified that Skarstrom dis¬ 
tinguished over the prior art lu . 


(1) Utilizing “a single gas stream under pressure, sup¬ 
ply ling] no other forms of energy, and producing! out of 
that device a purge stream and a product.’ (App. lo7a) 

i There”is also the question of whether references (Kahle) 
concerned with an integated adsorber for removal of carbon-dioxide 
"1 air fed ... an air liquefaction plant wou d repreaen relevant 
prior art to those seeking a self-contained, plug-m drier. 
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(2) That lie wp.o still surprised that the Skarstrom proc¬ 
ess could work. 

“It is the fact that he can split that product stream 
out of the adsorber into two parts and use one part 
to purge the adsorber which is being desorbed, which 
is on the regeneration cycle, and still have gas left 
over, which to me was very surprising when T first 
encountered the circumstance. 1 would have, instead, 
expected that a much larger quantity of purge gas 
would have to be used. And indeed until I saw the 
apparatus actually operated T must confess I was 
somewhat skeptical about the success before T saw 
the Skarstrom apparatus demonstrated." (App. 127a) 

(.']) That in Kahle,’ “Unlike Skarstrom, the purge gas 
does not come from the product gas made within the proc¬ 
ess itself, but instead the product gas comes from another 
part” of the process, i.e.. presumably the air liquefaction 

plant (App. 147a). 

The fact that while Professor Meissner both in direct 
examination and in cross-examination found individual fea¬ 
tures of the Skarstrom process in the Kahle references did 
not in his opinion as an expert (and full professor at MIT 
for over 20 years) make the Skarstrom process obvious. 

In sum, then, neither the lower Court’s opinion, the trial 
record, nor defendants’ brief lias pointed to any disclosure 
in the prior art which: 

(1) Would teach means for superdrving of air to a 
moisture level of a fraction of a part per million 
(considerably below the level obtained by the prior 
art heated-type driers, or the Kahle type of system 
even if used as a drier). 

(2) Would have led one to expect that the Skarstrom 
process would have been able to operate without 

1. German Patent 871,886 ( PX 3H, p. F.-23). 






the use of heaters, coolers or an external supply ot 
purge gas. 

T/it.s indeed proves that unexpected results were obtained. 


POINT III 

The Trial Court Misinterpreted the Significar.ee of 
Boyle's Law and Dalton’s Law. 

With reference to pages 2(i and 27 of defendants’ brief, 
there appears to he no dispute as to the definition of Hoyle’s 
law and Dalton’s law (page 35 of plaintiff’s brief); nor 
indeed that both these laws relate to behavior of gases rela¬ 
tive to pressure and not adsorption of gases on solids. 
Quoting from defendants’ briet (page 2<) “The gas laws 
were not explained to the trial court in the context ot 
explaining why adsorption occurs.’ They accordingly 
could not have been used for explaining why the reversal 
of adsorption, i.e., desorption, occurs; nor do they teach the 
conditions necessary for desorption. 

Thus, such laws on gas-pressure behavior certainly could 
not have taught one the unique Skarstrom adsorption proc¬ 
ess which was in conflict with the prior art use of heaters 
and/or excess of extraneous purge gas for desorption. 

These laws are of course well known to high school stu¬ 
dents. However, the fact that numerous people skilled in 
the art having knowledge of these laws nevertheless found 
the Skarstrom process to be surprising is evidence of the 
clearest type that these laws, per se, do not teach the 
Skarstrom invention. 




14 


POINT IV 

Use of German Opposition Claim Improper. 

The simple fact is that in order to interpret a claim from 
a German patent application, one must know something 
about German claim practice and Germa. law regarding 
claim interpretation. Gotli are essential elements ot Gei man 
Patent Law which must he established before one can inter¬ 
pret a German claim. Net no testimony was taken as to 
German claim practice. A translation of the German 
patent claim in opposition was all that was placed in the 
record. 

Goth parties agree that the issue ol patentability under 
German Patent Law is irrelevant. However, that is not the 
point. Gather it is the lack of any proof of present German 
Patent Law (in 197:)) as to the interpretation of a German 
patent claim (introduced in 1972) which is a clear failing 
in the record.' 

How can one speak of admission when one has not 
established the interpretation of this specific Geiman 
patent claim under German patent law? 

The lower Court’s use of the German claim to establish 
unpatentabilitv is particularly inappropriate where plain¬ 
tiff has taken the position that the present invention deals 
with a combination of features, no one of which is neces¬ 
sarily new, per se. How then can a theorized view of plain¬ 
tiffs position as to any one feature in a German patent 
/ claim be determinative of patentability in the United 

States? 

Plaintiff is not retreating from its stipulation but rather 
illustrating that it is of no significance to the decision in 

P At most, the lower Court (page 18 of the decision, App. 51a) 
refers to communications Itetween plaintiff and its German patent 
agent in 1%5 as to a different claim. This correspondence did not, 
however, relate to the German claim referred to in the decision. 




this case. Tin* alleged “admission" is certainly no greatei 
than plaintiff's continued indication throughout its brief 
that the test to he applied in the present case is: assuming 
each individual feature is individually known, was the com¬ 
bination nevertheless patentable? 

In fact, the Trial Court's interpretation of the German 
claim is inconsistent with German Law. As indicated on 
pages 42 and 42 of plaintiff's brief, the form of the German 
claim is totally insignificant in itselt as to the determina¬ 
tion of the definition of invention. The quoted German text 
article states that: 

“If tin 1 invention resides in a combination, the 
patent-sustaining feature may be seen in an element 
(or step) recited in the preamble . . . The fact that 
one or the other feature is recited in the characteriz¬ 
ing clause does not prove it represents the inventive 
feature . . . The fact that an element or step of a 
combination is recited in the preamble does not mean 
that it is insignficant to the total combination. 
(Plaintiff’s Brief, pp. 42-44) 

Accordingly, the analysis made on pages IS to 20 of the 
lower Court’s opinion (App. 54a-57a) is in conflict with 
German claim practice. 

POINT V 

The Trial Court Misapplied Test of Supreme Court 
as to Standard of Patentability. 

With reference to pages 20 and 21 of defendants brief, 
since the Trial Court apparently placed significant weight 
on the decision in the A & P case,' it must be assumed that it 
applied the “genius test” of the A & P decision, which is 
clearly not the present law due to the subsequent enactment 
of the 1952 Patent Act. 

1 A f” P Tea V. Supermarket Carp , .140 l T .S. 147, 154-155 
(1950). 
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Summary 

This Court's decision in Shaw v. E. II. <t *1. ('. Whiting 
Company, 417 F.2d 1097 (196!)), relied on by defendants on 
pages 20 and 21 of their brief, is indeed pertinent to the 
review of the lower Court’s holding in this ease. In the 
Shaw decision til Court said: 

“Howevei, the fact that each element of a creation 
sought to be patented is found in the prior art does 
not negate novelty if the old elements are combined 
in such a way that as a result of the combining an 
improved, useful, and more advantageous innovation 
is obtained.” (Page 1101) 

“The ultimate question of obviousness is one of 
law....” (Page 1102) 

"The mere recital of the known elements in the art 
does not, without more, invalidate the patent under 
Section 103. There must appear evidence that the 
bringing together of these elements would have been 
obvious. Doubt as to validity, no matter how strong, 
cannot justify resort to unfounded assumptions or 
supply deficiencies in the factual background. 
Graham v. John Deere Co. ’ ( Pages 1104 and 110;>| 

While mindful that a District Judge’s findings of fact 
should not be upset “unless clearly erroneous,” this Court 
further stated that: 

“. . . we believe that the trial court failed adequately 
to resolve the factual inquiries required by Graham, 
quoted supra, in particular, ‘the scope and content 
of the prior art’ and ‘the level of ordinary skill in 
the pertinent art’ by ignoring an abundance of 
unchallenged uncontroverted evidence in the record 
which tends to demonstrate that Shaw’s patent win 
not obvious." (Page 1103) 





This Court wont on to further caution against the use of 
“hindsight" as applied by the lower Court in finding that 
Shaw did not obtain an “unexpected result." 

“In resolving the question of obviousness, the judi¬ 
cial view must not include the knowledge contributed 
by the patentee; the teachings of bis patent are irrel¬ 
evant when determining what ‘would have been obvi 
Oils’ to one skilled in the prior art before he create*, 
his ‘manufacture.’ " ( Cage 11da) 

All ci the foregoing criteria are applicable to the present 
case, and would clearly indicate that the Skarstrom process 
gave unexpected results and was unobvious over the prior 

art. 

Conclusion 

The District Court should have enforced plaintiJf-appel- 
lant’s patent. Accordingly, it is submitted that the judg¬ 
ment of the District Court dismissing the Complaint on tin- 
basis of invalidity of tin- Skarstrom Patent C.S. 2,944,62., 
should be reversed, and tin- patent judged valid, and tin- 
case remanded to the District Court for tin- determination 
of the issue of damages. 

Respectfully submitted, 

Koukht 1. Peaiu.man 
Attorney for Plaintiff-Appellant 
P. (). Box f). r > 
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Richard A. Huettnkii 
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